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|. Introduction

The issue. - Speaking about the development of copyright! in the European Union, the main focus
usudly is on the legidative harmonisation of substantive copyright law. Up until now, seven Directives
have been proposed by the Commisson and issued by the European Council and the European
Parliament.2 Already, some further action in the fidd of copyright has been announced by the
Commission.® However, one hardly thinks of the role which the European Court of Justice (ECJ), the
third indtitutionad European power, has played in the development of European copyright law. A
provocative questionmight be: did it play arole a al? Isn't it Ssncelong clear that copyright falswithin
the scope of the EC-Treaty? Or that the Treaty's fundamentd freedoms, in particular the free
movement of goods mandate a restriction of the exercise of the exdusive digribution right, whichis
commonly referred to as,,exhaustion”? Of course, the ECJ has to interpret the legidative texts which
grant community rights, the community trademark* and the community design®; moreover, both the
trademark and the design Directives® certainly give rise to a number of questions of interpretation

Hereinafter, the term ,copyright” shall be used as a shorthand for both copyright and rights related to
copyright on the one hand, and for copyright and droit d’ auteur on the other.

2 Council Directive 91/250/EEC of 14 May 1991 on the legal protection of computer programs, O.J. No. L 122
of 17 May 1991, p. 42; Council Directive 92/100/EEC of 19 November 1992 on rental right and lending right
and on certain rights related to copyright in the field of intellectual property, O.J. No. L 346 of 27
November 1992 p. 61; Council Directive 93/83/EEC of 27 September 1993 on the coordination of certain
rules concerning copyright and rights related to copyright applicable to satellite broadcasting and cable
retransmission, O.J. No. L 248 of 6 October 1993, p. 15; Council Directive 93/98/EEC of 29 October 1993
harmonizing the term of protection of copyright and certain related rights, O.J. No. L 290 of 24 November
1993 p. 9; Directive 96/9/EC of the European Parliament and of the Council on the legal protection of
databases, O.J. No. L 77 of 27 March 1996, p. 20; Directive 2001/29/EC of the European Parliament and of
the Council of 22 May 2001 on the harmonisation of certain aspects of copyright and related rights in the
information society, O.J. No. L 167 of 22 June 2001, p. 10; Directive 2001/84/EC of the European Parliament
and of the Council of 27 September 2001 on the resale right for the benefit of the author of an origina work
of art, O.J. No. L 272 of 13 October 2001, p. 32.

s See Reinbothe, A Review of the Last Ten Years and A Look a& What Lies Ahead: Copyright and Related
Rights in the European Union, speech given at the 10th Annual Conference on International Intellectual
property Law and Policy, Fordham wuniversity, April 2002, available at
http://europa.eu.int/comm/internal_market/en/intprop/news/reinbothe04-04-02.htm

4 Council Regulation 40/94 of 20 December 1993 on the Community Trademark, O.J. No. L 11 of 14 January
1994, p. 1.

5 Council Regulation (EC) No 6/2002 of 12 December 2001 on Community designs, O.J. No. L 3 of 5 January
2002, p. 1.

6 First Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of the Member States

relating to trade marks, O.J. No. L 159 of 10 June 1989, p. 60; Directive 98/71/EC of the European Parliament
and of the Council of 13 October 1998 on the legal protection of designs, O.J. No. L 289 of 28 October 1998,
p. 28.
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which the ECJis cdled upon to decide whenever case has been referred by anationd court in order
to ensure the harmonised gpplication of the texts throughout the Member States. But what isthere to
say about copyright?

1957: the Treaty of Rome - However, congdering the state of palitica integration back in 1957,
when the Treaty of Rome was sgned, it is clear that at that time the main focus had been economic in
nature. In creating the European Economic Community, the signatories of the Treaty amed at
abolishing dl exiding, and prevent dl future, interstate trade redtrictions. Asthe text of the article 28
(ex-article 30) of the Treaty demondirates, at that time the free movement of goods was till hindered
by quite anumber of quantitative restrictions onimports and exports, which by now have ceased to be
of great concern. True, inaticle 30 (ex-article 36), ,,indudtrid and commercia property” is mentioned
asapossible source of restrictions for the free movement of goods, provided these redtrictions do not
arbitrarily discriminate or condtitute a disguised redtriction on trade between Member States. But
nowhere doesthe Treaty speak of copyright. It seemsthat in 1957, therewasn’'t evenaneed to do so.
Absent computers and databases, cable and satdllite, a that time copyright industries where largdy
text and language based and hence more or less confined to national boundaries. Of course,
transborder exploitationdid take place to some extent, in particular in the areas of mudc, film or with
regard to booksinthe German spesking countries (whichextended evenbeyond the boundaries of the
EEC). But firg, in the 50es there was much less consumption of foreign copyrighted materia evenin
these areas. Second, to the extent that there was, the matter was largely regulated by contractual
arangements anongs the parties involved and established well before the advent of the EEC.
Comparing this,, Sarting point” in 1957 with the now well established and eaborated lega ruleswhich
define the intersection of copyright and EU-law, one understands how much has since then been
achieved. The indtitutionrespongble for the fact that we are where we are now is none other than the
ECJ.

Theroleof the ECJ with regard to copyright: past and future - From thisit follows that on the
one hand, any description of the role of the ECJfor the development of copyright withinthe EU hasto
retrace the past case law of the Court in this area of law. This case law is manly concerned with the
interpretation of primary community law inview of copyright (111.), and it has undertaken to define the
intersections of copyright and the Community policies of free movement of goodsand services(111.1),
the principle of non-discrimination(111.2) and of competitionlaw (111.3), the latter certainly being in the
foreground of the current debate, as the ongoing litigation in the IMS Hedlth-case’ demonstrates. In
addition, the ECJisincreasingly caled uponto interpret secondary community law (1V.). Onthe other
hand, the subject of this paper likewiseraisesanumber of issueswhichare of importancefor the future
role which the ECJ may take in the development of European copyright (V.). This comprises future
legd issuesto be decided (V.1), differencesin the role of the court withregard to other IP-laws (V .2),
organisatorid matters (V.3) and, finaly, alook to the role of the ECJ as an arbitrator (V.4).

Legal literature.- Inview of this by now means narrow field to be examined, it comes somewhat as
asurprisethat the role which the ECJ - and depending on the procedure in question aso the Court of

7 Order of the President of the ECJ of 11 April 2002, case C-481/01 P(R), IMS Health Inc. v. NDC Health
Corp. and NDC Health GmbH & Co. KG.
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Firgt Ingtance (CFl) - has played, and will continue to play regarding the development of copyright
within the EU, has been little examined so far. Rather, the focusis dmost exclusively on the state and
the development of the substantive EU law asiit rdates to copyright law, and to alesser extent on the
degree of harmonisation required in order to achieve the Tregty objectives, especidly in view of the
principle of subsidiarity.® There seems to be no comprehensive monograph and hardly any aticle
which focuses on the role the ECJ as such.® There even isn't a definitive count of casesin which the
ECJ had to deal with copyright.X® True, it difficult to ascertain an exact number, since in some cases,
issues of copyright may have been raised, but may not have beenin the foreground of the decisions*
whilein other cases the issues decided dedlt with other intellectud property rights, but are dill likdy to
have effectsin the field of copyright.? This lack of attention of the subject so far may also be surprising
for a leest two additiond reasons. Firg, it is obvious that the ECJ plays a mgor role in the
development of other European intellectua property (IP) laws, notably of trademark law.®* Second,
the comparison with other bodies which have the role to clarify and interpret transnationa copyright
principles, such asthe WTO pands, in some way calls for a comparison.

[. Copyright, the ECJ and the EC-Treaty
1. The ECJ and the EC-Treaty

The powers of the ECJ under the EC-Treaty. - Assessaing the role of the ECJ for the devel opment
of copyright first requires to briefly recdl the powers which are conferred upon the ECJ by the
provisons of the EC-Treaty. According to aticle 220 (ex-article 164), the task of the ECJisto ensure
the proper interpretationand applicationof the Treaty. This meansthat both acts of the EU legidature
and of Member States canbe controlled inview of their compatibility with primary community law. In
addition, the ECJis caled upon to spegk authoritatively on secondary community lav. Whilethefird -

See Article 5 (2) (ex-Article 3b) of the EC-Treaty.

However, a the EU-Conference ,European Copyright Revisited”, organised by the EU-Commission in
Santiago de Compostella in June 2002, however, Bo Vesterdorf, President of the CFl, presented a paper on
»The Role of Copyright and Related Rights as a Policy as compared to Other Policies’, available at
http://europa.eu.int/comm/internal_market/en/intprop/news/2002-06-conference-speech-vesterdorf_en.htm
(citations of this paper are to the pages of the unpublished manuscript).

10 Whereas there is a core of 39 cases assembled in the database accompanying this article, other

commentators count as many as 120 cases, Rodriguez Pardo, Highlights of the Origns of the European
Union Law on Copyright, [2001] EIPR 238, at 239.

n Such as, eg., in the case Dior ./. Evora, ECR 1997, |-6013.
12 As a recent example of the latter group one may cite the case Zino Davidoff ./. A& G, case C-414/99, and
joined cases 415 and 416/99 (Levi Strauss).

13 Here as well, the role of the Court is only rarely the subject of discussion; for a notable exception see Kur,

Fifty Years of European Legd Integration - Intellectual Property, in: van Empel/van Gerven (eds.), Fifty
Y ears of European Legal Integration, Kluwer, to be published fall 2002 (citations are to the manuscript).
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compatibility with primary community law - concerns questions such as the competency of the EU
legidature to enact certain Regulations and Directives, the compatibility of nationd legidation with the
fundamentd freedoms of the Treaty, and the timely implementation of Directives by Member States,
the second - interpretation of secondary community law - mainly has to dea with the question of the
proper implementation of Directives in nationd law (Sncein afirg sep, thisinvolves ascertaining the
true meaning of thetext of the Directive in question). Contrary to trademark and design law, where
interpreting secondary community law also concerns Community Regulations, in copyright
interpretation of secondary community law is, of course, confined to Directives, since there is no
community copyright,** but only a bundie of more or less harmonised nationa copyright laws. The
question of how to properly interpret the legd provisons of a Directive can rise in the course of a
procedure for incomplete trangposition of a Directive by one of the Member States aswell asin the
course of any referra procedure.

Relevant competenciesof the ECJ. - Amongs the competencies granted to the ECJunder the EC-
Treety, the following should be mentioned with regard to cases on copyright:

Proceedings for annulment, articles 230, 231 (ex-articles 173, 174). - A powerful competency
of the ECJ is the possihility to review, and if necessary to declare void, in actions brought by a
Member State, the Council or the Commission, the legdity of acts adopted by the European
Parliament, the Council, and of the Commissionon grounds of lack of competence and of infringement

of the EC-Treaty, or of any rule of law relating to its gpplication. Although this competency has been
successfully used in dedlaring void, e.g., the Directive on tobacco advertising,™ it has so far not been
used inorder to attack the validity of any of the seven Directivesharmonising in the fidd of copyright.2

14 It shall not be a matter of discussion here whether a Community copyright - in a paralel to, or replacing,

the existing national copyright laws of the Member States - would be a useful legal regime to have, and
whether or not the Community would have the legal competency to enact such a Community copyright
after the model of the Community trademark, the Community design and, as long envisaged, a Community
patent. - For discussion of the current gaps to be filled in order to arrive a a complete harmonisation of
copyright harmonisation within the EU and the steps necessary for a Community copyright, see, e.g.,
Walter, Updating/consolidation of the acquis, EU-Conference , Copyright Revisited”, Santiago de
Compostella, June 2002 (unpublished manuscript). For the lack of an all-englobing competency of the
Community in the field of Copyright, see also Walter/v.Lewsinki, Européisches Urheberrecht, Vienna 2001,
Einleitung, notes 13 et seq.
15 Directive 98/43/EC of the European Parliament and Council dated July 6, 1998, on the approximation of the
laws, regulations and administrative provisions of the Member States relating to advertising and
sponsorship of tobacco products, O.J. No. L 213 of 30 July 1998, p.9; see ECJ, Germany ./. European
Parliament and Council, case C-376/98, ECR 2000, 1-8419. - Contrary, the ECJ has refused to invalidate the
Biotechnology Directive, see, Netherlands./.Commission and Council, case C-377/98, ECR 2001, 1-7079.
16 In legd literature, however, the validity on the grounds of lack of Community competency has at times
been discussed/postulated; see, eg., Hugenholtz, 2000 EIPR, 499, at 501 with regard to the Information
Society Directive (arguing that regarding the limitations , the Directive has little or nothing to offer in terms
of legd security”). But the competency question might arise with regard to future Directives which might
attempt to fill in the harmonisation ,gaps’ left so far by the presently enacted Directives, as well as a
Regulation creating a Community Copyright; see also below, V.1.
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Treaty violation procedure, articles 226 - 228 (ex-articles 169 - 171). - If the Commisson or a
Member State is of the opinion that another Member State has failed to fulfil an obligation under this
Treaty - which includes the falure to implement Directives adopted by the implementation date
prescribed in the respective Directive, or any incomplete implementation of the provisions of a
Directiveinto nationd law - the ECJinafirg step canrequirethe respective Member State to take the
necessary measures to comply with its judgment, and, if the ECJ finds that the Member State
concerned has not complied withitsjudgment, it may impose alump sum or pendty payment oniit. In
addition, under the jurisprudence of Francovich,'” individuds can claim compensation for failure to
timely implement the provisons of a Directive.

Prdiminary rulings, article 234 (ex-article 177). - Mog important, the ECJ has exclusive
jurisdiction®® if, inthe course of aproceeding in a court of aMember State, aquestion of interpretation
of the EC-Treaty or the vdidity and interpretation of acts of the ingtitutions of the Community may, or
hasto be, brought before the ECJ.%° In these cases, the ruling of the ECJisonly ,,prdiminary”, i.e., the
ECJ does not decide the case in which the question arises itsdf; rather, this decision is left to the
nationa court of the Member State which has referred the question to the ECJ. Consequently, the
Court is not in a pogtion to interpret authoritatively the copyright rules directly gpplicable in any
copyright litigetion amongdt private parties, nor may it assess their conformity with Community law.
Rather, the Court is only caled upon to interpret primary and/or secondary Community law.?° Of
course, the difference may be minmal, since interpreting Community law often determines the
interpretation to be given to nationa law in order to be in compliance with primary and/or secondary
Community law, but in theory, the difference isthere.

Appeal of law to decisions by the Court of First Instance (CFl). - Furthermore, the ECJ acts as
the competent body for an apped of law against decisions rendered by the CFl, which currently has
jurisdiction to rule at firg ingtance on dl actions for annulment, for falure to act and for damages
brought by naturd or legd persons againg the Community. Thisisnotably the case when the CHl has
to review decisions made by the Commission in competition law cases®

Some statistics. - Counting the different procedures which gave rise to the copyright cases of the
ECJ, it becomes apparent that the great mgority hasbeeninitiated by the procedure for a preliminary

17 Francovich et al. ./. Itaian Republic, cases C-6/90 and 9/90, ECR 1991, |-5357; subsequent judgements are

cited by Walter/v.Lewsinki, Européisches Urheberrecht, op. cit., Einleitung, footnote 105.

18 See article 225 (1) sentence 2.

9 A question may be brought before the ECJ if the national court considers that a decision on the question

is necessary to enable it to give judgment, and it has to be brought before the ECJ in a case pending
before a national court against whose decisionsthereisno judicial remedy under nationa law.

20 Phil Collins v Imtrat Handelsgesdlschaft mbH and Patricia Im- und Export Verwaltungsgesellschaft
mbH and Leif Emanuel Kraul v EMI Electrola GmbH, joined cases C-92/92 and C-326/92, ECR 1993, 1-5145,
para 13, citing to the judgment in joined cases 91/83 and 127/83 Heineken Brouwerijen ./. Inspecteurs der
Vennootschapsbelasting, Amsterdam and Utrechts, ECR 1984, 3435, para. 10.

2 See Article 225 (ex-article 168a) of the EC-Treaty.
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ruling, whereas infringement procedures only play aminor role. In addition, it should be noted thet a
considerable number of cases is concerned with competitionlaw aspectsof copyright. It might indeed
be interesting to make a precise count.

Other points of importance. - Apart from the competencies just mentioned, there is a series of
additiond points which merits attention in determining the role of the Court under the Trezty.

Sociological aspects. - Firgt, attentionshould be drawn to the sociol ogical aspects of the compaosition
of the Court,? i.e. the sdlection process, the personaities and the respective backgrounds of the
judges. This canonly briefly be touched upon here. Suffice it to say that the factorsjust mentioned may
well be consdered materid to the role exercised by the Court ingenerd and - if one consdersthat in
generd, the judges do not have a specidised I P background - in copyright. In addition, whileitistrue
that the interior mechanism of decison-making amongst judges coming fromdifferent legd traditions -
one has to include the advocates-general aswell? - is certainly a complex one which ensures that no
legd traditionof asingle Member State prevails, it may neverthelessbe said that the judgementsfollow
more closaly the French yle of reasoning rather than the German way of meticulous deduction, or the
English way of thorough discussion of dl arguments pro and contra.

I nter pretation rules. - Thisaso hasits effect onthe interpretation rules gpplied by the ECJ. Again,

some rudimentary remarks will have to suffice* In generd, it may be said that the ECJ follows a
verbatim, a systematic and ateeologicd interpretation. In theory, the verbatim interpretation requires
that dl language verdons have to be considered equaly wdl. Most important, however, the
interpretation has to be autonomous, i.e. community law notions have to interpreted out of themsalves
and they can take on ameaning different from any meaning they might have in nationd law. Asfar as
the systematic interpretation is concerned, it should be noted that any provision of community law will
be interpreted in the light of dl other community law; here, contrary to some Member States

interpretation principles, the ECJ dso consders what has been said in the recitals of Directives.
Moreover, asfar as the relationship between community law and internationa public law is concerned,
it should be noted that in view of the higher rank of internationd agreements concluded by the
Community, the ECJ has recognized the principle that secondary community law has to be interpreted
in the light and the spirit of public internationa law.?® Asfar as copyright is concerned, this may be of
importance as far asthe TRIPS-Agreement is concerned. On the one hand, before long the ECI will
certainly have itssay on the interpretation and scope of the famous three-step-test?®, which is of great

22 See article 222 of the Treaty.

23 See articles 222, 223 of the Treaty.

24 For a comprehensive overview see, e.g., Walter/v.Lewinski, Europdisches Urheberrecht, op. cit.,

Einleitung, notes 34 et seq.

25 See Commission ./. Federal Republic of Germany, case C-61/94, ECR 1996, |-3989.

26 Article 13 TRIPS. - For an interpretation attempt in literature see, eg., Lucas, Le ,triple test* de I'article 13
de I’Accord ADPIC a la lumiére du rapport du Groupe spécial de I'OMC ,Etats-Unies - Arctivle 110-5 de

laLoi sur ledroit d'auteur”, in: Festschrift fur Adolf Dietz, Munich 2001, p. 423. - See also below, V.1.

-7/30-



importance in defining the exact contours of the exclusive rights in the digital and networked
information society. On the other hand, the interpretation of Directives in the light of the TRIPS-
Agreement will make the disputed question of direct gpplicability of the TRIPS-provisons within the
Community aless poignant one.?” Regarding the teleologicd interpretation, it is worth mentioning that
the ECJ refers to the so-called effet utile, which means that amongst severd possible interpretations
the one will prevail which best guarantees the practica effect of existing community law. In this
respect, the ECJhasdeveloped aseries of ,, principles’ which complement the ams of the EC-Tregty,
such as the principle of effective legd protection, of material non-discrimination of EU-nationds and
of legd security, to name just afew. Findly, the ECJ gppliesthe historical interpretationwhenit comes
to interpreting secondary - but not primary - community law to the extent the preparatory documents
have been made publicly accessible.? Of course, a much more thorough analysis would be caled for
if one were to assessthe role of these interpretation rules for the development of the case law of the
ECJin thefidd of copyright.

Interpretation rules directed at Member States. - Moreover, the ECJ has developed certain
principles and interpretation rules which affect the gpplication of the law in the individua Member
States. One such rule isthe principle that nationd law has to be interpreted so that it best complies
with community law, both primary and secondary. Inpractice, if properly followed this principle helps
keeping many potentid cases away from the ECJ, snce interpreting the nationd rule in the light of
community law in many instances avoids a discrepancy and hence a question to be referred for a
preliminary ruling to the ECJ. Moreover, the principle establishesaclose,, link” between nationd law
and community law: firg, to the extent community law directly regulates a particular problem - or at
least has an influence on the legd treatment of a particular lega problem - in a Member State, it
enaures that the nationa solution to be found isin conformity with the community standard, and hence
withthe law inother Member States as well. Second, since the interpretation of national law depends
on the interpretation of community law, the ECJ, dthough only being called upon to interpret
community law, inaddition a least indirectly influences the meaning to be givento nationd law. Hence,
this influence of the jurisprudence of the ECJ on the interpretation of nationa law goes beyond the
cases where Directiveswhichhaven't beenimplemented are directly applicable betweenan EU-citizen
and a Member State,®® or have at least direct effect amongst private parties* In sum, one may
conclude that these genera rules which have not been developed especidly in the field of copyright,
neverthdess have a decisve harmonising influence in the fild of copyright aswell.

21 Walter/v.Lewinski, op. cit., Einleitung, note 36.

28 See Article 255 of the EC-Treaty, and following Regulation (EC)No 1049/2001 of the European Parliament
and of the Council of 30 May 2001 regarding public access to European Parliament, Council and
Commission documents, O.J. No. L 145 of 31 May 2001, p. 43.

2 See, eg., von Colson and Kamann ./. North-Rhine Westphalia, case 14/83, ECR 1984, 1891 and Foster et
al .. British Gas, case C-188/89, ECR 1990, 1-3313.

30 See Marleasing /. Comercial Internacional de Alimentacion, case C-106/89, ECR 1990, 1-4135 and Paola
Faccini Dora ./. Recreb, case C-91/92, ECR 1994, |-3325.
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2. The EC-Treaty and Copyright

Internal competency. - As already said, ,,copyright” as such is not a notion, nor policy explicitly
mentioned inthe EC-Treaty. Consequently, like for dl other intellectud property rights, the EC-Treaty
does not contain anal-englobing internal competency norm regarding the field of copyright.3! Rather,
any legidaive measure hasto rely onthe general competencieslaid down in articles 47 (2) (ex-article
57 (2)), 55 (ex-aticle 66) and - dating back to the Sngle European Act of 1987 - in particular in
article 95 (ex-article 100a), i.e. for the purpose of coordinating Member States' legidative provisons
concerning the free movement of services, and of ensuring the establishment and functioning of the
interna market. Moreover, snce Maadtricht, the community legidature has to drictly adhere to the
principle of subsdiarity as formulated in article 5 (2) (ex-article 3b (2)) of the Treaty. Although it
certainly cannot dways be unequivocally ascertained whether or not a certain harmonisation measure
in the fidd of copyright affects the internal market,®? the ECJ so far did not have to consider the
competency of the EU-legidature with regard to copyright. The reason for this may be that the
Directives were by and large supported by a broad consensus of the parties concerned. Moreover, it
should be noted that at times the ECJ, in accepting certain restrictions to the free movement of goods
and sarvices as judified by intdlectud property rules of the Member States, has incited the
Commission to start the harmonisation process as regards limited aress of copyright.®

External competency. - It should only briefly be recalled that the question of the externa
competency of the EU in thefidd of intdlectud property - and hence copyright - has been addressed
in the famous Opinion 1/94 of 14 November 1994, in which the ECJ concluded to the joined
competency of the EC and its Member States to conclude the WTO/TRIPS agreement.®*  In this
respect, it should be noted that subsequently, the Treaty of Amsterdam added a new paragraph 5 to
aticle 133, whichopens up the possibility to confer to the Community the authority of negotiating and
concluding internationa agreements on intellectua property evenwherethe Community is not as such
competent to do so. However, this Competency may only be opened up by the Coundcil, i.e. by a
common decision of the Member States.

Copyright and policies of the Treaty. - More important, however, hasbeenthe fact that beginning
in the early 80ies, the Court diminated doubts that copyright might not be covered by the Treaty.
Already, in the earlier case Deutsche Grammophon v. Metro,® where the Court confirmed its
diginction between the ,exigence’ and the ,exercise’ of an intdlectud property right as first

sl For the external competency of the Community see immediately below.

32 To mention just an example, in the satellite and cable Directive the view was taken that simultaneous cable

retransmission within a Member State does have no transborder effect, although it affects foreign right

holders as well.

33 See, eg., EMI Electrola /. Patricia Im- und Export et al., case C-341/87, ECR 1989, 79, para. 11.

4 ECJ, Opinion 1/94, ECR 1994, 1-5267, opinion sought, pursuant to Article 300 (6) (ex-article 228 (6)) of the
Treaty.

35 Deutsche Grammophon ./. Metro SB, case 78/70, ECR 1971, 487.
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formulated in the case Consten and Grundig,® it examined the conflict between the principle of free
movement of goods and the neighboring right of phonograms. In 1980, in the Coditel-case®,
copyright was firgt discussed within the exception on the bass of an intdlectud property right to the
principle of free movement of services, and in Musik-Vertrieb Membran ./. GEMA? the Court for
the firgt time then explicitly mentioned copyright in formulating that ,,industrid and commercia
property” included ,, the protection conferred by copyright, especialy when exploited commercialy in
the form of licenses capable of affecting didribution in the various Member States of goods
incorporating the protected literary or artistic work.”*® Smilaly, in Phil Collins® the Court held that
»oopyright and related rightsfdl, by reason in particular of ther effects on intrasCommunity trade in
goods and services’, within the scope of application of the Treaty as far as the principle of non-
discriminationis concerned. This having beenascertained, the further development could thenfocus on
the relationship between the exclusive rights conferred by copyright and the policies laid down in the
Treety. Only after these at times conflicting ams of primary community law had been tackled (see part
[11.), did the Court have to deal with the first questions regarding the interpretation of secondary
community law (seelV.).

[11. The ECJ, Copyright and Primary Community Law
1. Copyright and free movement of goods and services

The conflict. - Asis wdl known, the firg problem to arise in the,,copyright history“ of the ECJ has
been the tension, or conflict, betweenthe principle of free movement of goods and services on the one
hand, and the territorid exclusivity conferred uponrightholders by Member States' national copyright
laws on the other. Legdly spesking, the problem is that the principle of free movement essentidly
requiresasingle internal market without commercia borders, whereas the nationa nature of Member
States copyright already as such dlows for aterritorid segmentation of the Community territory. But
there dso is an economic side to this conflict. In practice, in may ingances, this interna market,
postulated by the political will of the Member States and by the EC Treaty, often just is not asingle
market asfar asthe marketing of copyrighted materia is concerned. There are language barrierswhich
are paticularly fdt not only in the literary fidd, but likewise asfar as cinematogrgphic works and -
admittedly to alesser extent - musica works are concerned. Before the advent of transborder cable
and later satdlite tdlevison and, of course, now the internet, transborder public performance hardly
took place at dl or could, for the purposes of copyright, be neglected as mere technicd ,, oversaill“.

36 Consten and Grundig ./. Commission EEC, joined cases 56/64 and 58/64, ECR 1966, 299.

37 Coditel /. Ciné Vog Films, Case 62/79, ECR 1980, 881.

38 Musik-Vertrieb Membran GmbH ./. GEMA, joined cases 55/80 and 57/80, ECR 1981, 147.

39 Ibid., para8.

40 Collins and Patricia Im- und Export ./. Imtrat and EMI Electrola, joined cases C-92 and 326/92, ECR
1993, 1-5145.
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Dueto this historical development, however, dedling in copyrights and in copyrighted works dtill isby
and large very much a nationd and not a European activity. To a great extent, markets are il
nationd, if not regiond or even locd. In addition, mogt of the commercid players involved are smdl
and medium Sze enterprises who cannot afford to be present on a Community-wide levd. 1t might
indeed be interesting to get some more statistica data concerning this phenomenon.

The solution in the EC-Treaty. - Due to the fact that the Treaty guarantees legal protection to
intellectud property rights, as property rights, by article 295 (ex-article 222), this tensioncannot Smply
be solvedinfavor of the freedoms of movement of goods and services. Obvioudy, the Treaty does not
overlook this tensgon, since in artide 30 (ex-article 36) it provides that the principle of freedom of
movement of goods does,, not preclude prohibitions .. on imports, exports or goodsin trangt justified
on grounds of .. the protection of industrial and commercia property*, provided such prohibitions or
restrictions do not arbitrarily discriminate or contain adisguised restrictionon trade between Member
States. Wisdly, the ,,judtified” leaves sufficient flexibility to further define the relationship between the
freedoms on the one hand, and the effects of the exclusvity of intellectud property rightsonthe other.
Clearly, the Treaty has entrusted the ECJ with this definition task.

Exhaustion of the distribution right. - Thefirg decisve step indoing so haswithout doubt been the
formulation of the principle of exhaustion of the ditribution rights with regard to materid copies of a
copyrighted work throughout the Community, once such copies have been lawfully marketed in one
Member State either by the owner himsdf or with his consent.** The main reason for the prevalence
of the principle of free movement of goodsin such casesisthat the rightowner, a the point in time of
fird marketing any particular copy, can make sure, by way of price fixing that he or she receivesa
payment of royalties which adequately compensates for the use value of that particular copy. In view
of these circumstances, aninfringement upon the free movement of goods does not seem to be judtified
by the existence of the exclusive digtribution rights conferred uponthe righthol der by nationa copyright
legidation.*? This principle is now well established, and it has even found its way into the legidative
language of some of the Member States’ nationd copyright laws.*® An interesting addition came to it
after the rental and lending Directive had been enacted. Firt, in Metronome Musik* the ECJhdld
that the non-exhaustion of the digtribution right as far as the rentd right is concernedisnot in violation
of the EC Treaty, Snce the ,the release into circulation of a sound recording cannot, by definition,
render lavful other forms of exploitation of the protected work, such asrentd, whichare of adifferent

4 Deutsche Grammophon ./. Metro SB, case 78/70, ECR 1971, 487, Musik-Vertrieb Membran GmbH et al /.
GEMA, joined cases 55 and 57/80, ECR 1981, 147. - For the question under what circumstances , consent”
may be found, see below, V.2.

42 In the GEMA-case, the ECJ has come to this conclusion even wherein the UK the then applicable
Copyright Act 1956 had the effect of instituting a statutory licence in return for the payment of reduced
royalty rate, and consequently denied the German collecting society to clam the royalty difference to the
rate applicable in the Member State in which the work was ultimately sold.

43 See, e.g., 8 17 (2) of the German Copyright Act.

44 Metronome Musik ./. Music Point Hokamp, case C-200/96, ECR 1998, |-1953.
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nature from sde or any other lawful form of distribution.“ Second, in Laser disken® the ECJ daified
that that the rental right was not exhausted after afirst renta, sncethe renta right ,, would be rendered
worthlessiif it were held to be exhausted as soon as the object was firgt offered for rentd .

No exhaustion of the public communication right. - The ECJ in Lasedisken was thus tregting
rental rights in pretty much the same way as it treets public communication rights. Contrary to the
exhaugtion of the digtribution right, no generd exhaustion is mandated with regard to the public
communication of a copyrighted work, since, as the ECJin its Coditel |-decisionf® put it, public
communications of awork ,,may be infinitdy repeated* so that rightholders ,,have alegitimate interest
in calculating the fees ... on the basis of the actud or probable number of performances* and thet ,,the
right of a copyright owner and his assigns to require fees for any showing of afilm is part of the
essentid function of copyright in this type of literary and artistic work “. It is interesting to note,
however, that the language of the decision left it open that the outcome might be different in cases
where the origind contract adready provides for a remuneration for each and any public
communication. Of course, one may ask whether such stuations are conceivable, except where the
contract in question transfers dl world-wide exclusve rights so that a conflict of interests between
different rightholdersin different countriesmay not arise, but it should be mentioned that the holding of
the ECJ has by now been interpreted by the Community legidator as a generd rule without
exceptions.*” Anyhow, it may be seen as an interesting example of the mode role which decisions of
the ECJ have for the lawmaking process.

Criteriafor solving the tension. - Another, much more difficult question is how to formulate genera
criteria according to whichthe tensgon between the principle of free movement of goods and services
on the one hand, and exdusive copyrightsonthe other can be solved. In away, this problem is rather
smilar to the one of solving the tenson between exdusve rights and the principle of freedom of
competition.*® For along time, the ECJ stood by its distinction between infringements upon the free
movement resulting from the , existence” or ,,essentid function* of an exdusive right, rather than from
the way such an exclusive right granted by copyright had beenexercised, suchasinthe quote fromthe
Coditel-decison just made. Of course, theseare just formulaions whichtry to capture the essence of
the two Stuations which merit adifferent balance of interests involved. But they cannot hide the fact
that itisa question of baance after dl, which is as such well placed in the hands of acourt. It isnot the
place here to retrace the development of this distinction in detall; rather, one remark will have to
suffice. In retrospect, the GEMA-decision - together with the contemporaneous Merck-decision in

45 Foreningen af danske Videogramdistributerer ./. Laserdisken, case C-61/97, ECR 1998, 1-5171.
46 Codiitel ./. Ciné Vog Films, Case 62/79, ECR 1980, 881, paras. 13 and 14.
a7 See article Art. 3 (3) of the Information Society Directive, and dready before, article 1 (4) of the Rentd and

Lending Directive.
a8 See below, 111.3.

49 Merck ./. Sephar and Exler, case 187/80, ECR1981, 2063.
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respect of patents - has been described as the ,, zenith of the consent-to-marketing approach“* to the
exhaudtion of indudtrid property rights. Whether thisis true or not may be open to discussion. At any
rate, some seven years later, the ECJ has not been afraid of accepting infringements upon the free
movement of goods and services, such as, notably in the two cases Warner Brothers ./.
Christiansen® and EMI Electrola ./. Patricia,®* which later on to the harmonising Directive on
rentd and lending rights and on the term Directive. Also, the decisionMinistére Public ./. Tournier®
- where an additiona fee for the public performance of musical works by means of sound-recordings
imported from another Member State, where copyright roydties had aready been paid, was
consdered not in violation of the free movement of goods - may be seen as no longer going into the
same direction as the GEMA-decison dmogt a decade earlier. Again, it might be interegting to
examine in moredetall to what extent these later decisons reflect a more rightholder-friendly attitude,
or adifferent attitude of the ECJ of how to best implement and accommodate the Treaty policies.

A special case: the question of international exhaustion. - Another question, of much greater
importance was the question to what extent Community law leavesit opento Member Statesto adopt
the principle of internationa exhaustion, or whether, quite to the contrary, Member States are barred
from doing so. As it is wdl known, aticle 6 TRIPS leaves the matter undecided, at least as far as
dispute settlement proceedings are concerned. The reasonthat no agreement could be achieved at the
end of the Uruguay-round may be seen in the fact that the TRIPS-rationae and the rationde underlying
exdusve intellectud property rights, while sharing the same god, arefundamentally opposed. Although
they botham at increesing trade, innovationand welfare, the free-trade rules try to achieve thisend by
removing nationa barriers, wheress intellectua property rights rely on nationa barriers, in order to
achieve the common god.>* In trademark law, the matter was only recently decided by the ECJ> In
copyright, however, the ECJ had aready ruled in 1982 that exhaugtion is not mandated in a case of
importation of a third country, even where this third country was linked by an agreement which used
language dmilar to the one guaranteeing the freedom of movement of goods, since the such an
agreement did not am at ,,unitfing] national markets into a single market reproducing as closdy as

%0 Vesterdorf, ,The Role of Copyright and Related Rights as a Policy as compared to Other Policies’,

a v a i | a b | e a t
http://europa.eu.int/comm/internal_market/en/intprop/news/2002-06-conference-speech-vesterdorf_en.htm
- Already in the GEMA-case, the Advocate General Warner arrived at the contrary conclusion.

51 Warner Brothers ./. Christiansen, case 158/86, ECR 1988, 2605 (prohibition of renting on the basis of
national rental right upheld).

52 EMI Electrola /. Patricia Im und Export et al., case C-341/87, ECR 1989, 79 (prohibition of distribution
on the basis of longer national term of protection upheld).

53 Ministére Public ./. Tournier, case C-395/87, ECR 1998, 2521, in particular paras. 12 and 13.

See, eg., Ullrich, Technology Protection According to TRIPs: Principles and Problems, in: Beier/Schricker
(eds.), From GATT to TRIPs, Weinheim 1996, p. 357.

55 Silhouette International Schmied ./. Hartlauer Handelsgesellschaft, case C-355/96, ECR 1998, 1-4799.
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possible the conditions of a domestic market“*®. Today, article 4 (2) of the Information Society
Directive contains an explicit legidative prohibition regarding the internationd exhaugtion.

2. Copyright and the principle of non-discrimination

Principle of non-discrimination. - The gpplication of the principle of non-discriminationon grounds
of nationdity laid down in what is now Article 12 of the EC-Treaty (formerly Article 6 and before this
Artidle 7) to copyright may seem to be a side issue. Y e, the Phil Collins-decisior’ appearsto be
another decigve - and determined - step forward in the process of ,,rounding up“ the body of
Community law regulating copyright and of integrating the common market. In retrospect, two points
seem rather surprisng. Firdt, the fact that dthough the principle of non-discrimination has been lad
down in the EC-Treaty dready at itsinception in 1957, it took some 36 years before the issue of its
gpplication to copyright matters was firg decided by the ECJ. Second, from today’s perspective it
seems beyond reasonable doubt that the princple of non-discrimination does indeed apply to
copyright.

Application of the principle of non-discrimination to copyright? - However, at the time Phil
Coallins was litigated, it was not quite clear yet whether the requirement of non-discrimination aso
applied to copyright. At least some commentators® have sustained that this is not the case, arguing that
copyright, especidly in view of its persona nature and the granting of mord rights, did not form part
of the subject matter regulated by the EC-Treaty and that therefore articdle 12 did not apply.* The ECJ
did not follow this argumentation. After having pointed out that ,,the commerciad exploitation of
copyright is a source of remuneration for the owner”, that ,,[fJrom this point of view, the commercid
exploitation of copyright raises the same problems as does the commercid exploitation of any other
indudtrid and commercid property right* and that as such ,,the exdusive rights conferred by literary
and artistic property ... affect tradeingoods and services and dso competitive reationships within the
Community“®, the ECJ made it clear with rdatively short and clear-cut words that ,, copyright and
related rights, which by reason in particular of their effects on intrasCommunity trade in goods and

56 Polydor ./. Harlequin, case 270/80, ECR 1982, 329.

57 Phil Collins v Imtrat Handelsgesellschaft mbH and Patricia Im und Export Verwaltungsgesellschaft
mbH and Leif Emanuel Kraul v EMI Electrola GmbH, joined cases C-92/92 and C-326/92, ECR 1993, 1-5145.

o8 See, eg.,, Loawenheim, GRUR Int. 1993, 105, 108 et seq. - In particular, the defendants had based their
argument of non-application of then Article 7 (now article 12) to copyright on the fact that ,at the material
time ... copyright and related rights were not, in the absence of Community rules or harmonization
measures, governed by Community law“, and hence were governed by then article 222 (now article 295 of
the EC-Treaty).

9 Article 12 of the EC-Treaty requires non-discrimination ,, within the scope of application of this Treaty”.

60 Ibid., paras. 21 und 22.
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sarvices, fdl within the scope of gpplication of the Treaty, are necessarily subject to the generd
principle of non-discrimination ..., without there evenbeing any need to connect them with the specific
provisions of Articles 30, 36, 59 and 66 of the Treaty.

Direct effect. - Inaddition- and this is sometimes forgotten - the ECJ held that the principle of non-
discrimination on grounds of nationdity hasdirect effect, i.e. that it may be,, directly relied upon before
anationd court by anauthor or performer fromanother Member State, ... inorder to clam the benefit
of protection reserved to nationa authors and performers.“®2

Discriminationwithin the meaning of Article 12 of the EC-Treaty. - The remaining issue thenis
what nationd legidation amountsto a discriminationwithin the meaning of the first paragraph of Article
12 of the EC-Treaty? In the words of the ECJ, the prohibition of "any discrimination on the grounds
of nationdity" requires tha ,,persons in a Stuaion governed by Community law be placed on a
completely equal footing with nationds of the Member State concerned*®3, and hence ,, precludes a
Member State from making the grant of an exclusive right subject to the requirement that the person
concerned be anationd of that State.”

Phil Collins. - Applied to the facts of the Phil Collins-case® it was held that the principle of non-
discrimination prevents Member States ,,fromdenying to authors and performers from other Member
States, and those daming under them, the right, accorded by that legidation to the nationds of that
State, to prohibit the marketing in its nationa territory of a phonogram manufactured without their
consent, where the performance was givenoutside its nationd territory.” Consequently, the provisons
of the German Copyright Act (Urheberrechtsgesetz; ,,UrhG*) which protected German nationas
irrepective of the place where their performance recorded had taken place, whereasforeign nationds
were only protected for performances made in Germany and records first published in Germany, or
performances and recordings covered by the Rome Convention.®® Inaddition, the decisonmade clear
that the principle of non-discrimination has retroactive effect, i.e., it applies even to facts which took
place a atime when the other Member State was not yet a Member of the EU (the joint case of EMI
Electrola dedt with aliving artist whose performance had taken place before the United Kingdomhad
joined the EU in 1973).

Ricordi. - The German legidator brought its nationd law in line with the requirements of the EC-

61 Ibid., para. 27.

62 Ibid., para. 35.

63 In this respect, the ECJ could rely on earlier case law regarding Article 7 (now Article 12); see judgment in

Cowan v Trésor Public, case 186/87, ECR 1989, 195, para. 10.

64 The Phil Callins-case related to the marketing, in Germany, of a compact disk containing the recording,
made without the singer' s consent, of a concert given in the United States. The joint case C-326/92 - EMI
Electrola related to the marketing, in Germany, of phonograms containing recordings of shows given in
Great Britain by Cliff Richard, asinger of British nationality, in 1958 and 1959.

65 88 125 (1), (2), (3) and (5) UrhG.
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Treaty regarding the conditions for protection; indeed, a newly added § 120 (2) No. 2 UrhG granted
EU-nationds as well as nationds of EEA-Member States equal legd status as German nationals®
But the question till had to answered under what circumstances discrimination because of nationdity
may be found when Member States make use of the so-called comparison of terms, i.e. the option
dlowedfor by article 7 (8) of the Berne Convention to deviate from the national treatment principle®”’
and protect foreign nationds only for atermas fixed in the country of origin of the work in question.®
Although it is unquestionable that no discrimination is dlowed towards living authors from other EU-
Member States, the question is whether the same is true with regard to authors who died before the
EC-Treaty cameinto effect™ In its most recent decision of June this year,” the ECJ first made clear
that - dthough article 12 of the EC Treaty is not concerned with disparitiesin trestment which result
fromdivergences exiging between the laws of the various Member States, so long asthoselawsaffect
dl the persons subject to them without direct or indirect regard to nationadity™ - the comparison of
termsis not aquestion of the origin of the work (as had been claimed by the opera house), but of the
nationdity of its author. Second, the ECJ smply held that the prohibition of discrimination is aso
goplicable to the protection of copyright in cases where the author had died when the EEC Treaty
entered into force in the Member State of which he was a nationd, since, as aready stated in Phil
Callins, copyright may be relied upon not only by an author, but aso by those claming rights under
him.”

66 This provision was introduced by the 3. Lav Amending the German Copyright Act of 23.6.1995 (BGBI. I,

842).

o7 Art. 5 (1) Berne Convention.

68 It should be noted that as an exception provided by the Berne Convention, the comparison of terms is
likewise in Conformity with both the national treatment required by article 3 (1) and with the most-
favoured-nation requirement laid down in article 4 of the Agreement on Trade-Related Aspects of
Intellectual Property Rights (TRIPS).

69 This was the case of the Italian composer Puccini, who died in 1924 and who, under Italian Law, enjoyed
56 years of protection post mortem auctoris (p.m.a.). Consequently, in Italy the copyright in his opera ,La
Bohéme" ran out in 1980, whereas under German law, which aready a that time granted life plus 70 years
of protection, it only ran out a the end of 1994. Since Germany had never made a reservation not to apply
the comparison of terms, a German opera house claimed that Puccini’s ,La Bohéme" was copyright-free in
Germany in the seasons of 1993/94 and 1994/95.

70 Judgement of the ECJ of 6 June 2002, Case C-360/00 - Land Hessen and G. Ricordi & Co. Bihnen- und
Musikverlag GmbH.

n In addition, the ECJ stated that ,since Article 7(8) of the Berne Convention permits the Federal Republic
of Germany to extend to the rights of a foreign author the 70-year term of protection prescribed by German
law, the mechanism of comparison of the terms of protection provided for in that provision cannot justify
the difference of treatment as regards the term of protection ... between the rights of a German author and
those of an author who is a national of another Member State"; ibid., para. 33.

2 Land Hessen and G. Ricordi & Co. Bilhnen- und Musikverlag GmbH,, paras. 25 and 26.
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3. Copyright and competition law

A difficult relationship. - Next to the freedom of movement of goods and services, the relationship
between the limited kind of monopoly granted by intelectud property rights one the one hand, and
compsetition law on the other, has dways been a difficult issue. The reason isthat copyright grants its
owner alegd exclusive right, enabling righthol ders to exclude others from certain uses of the protected
work, whereas competition law ams at keeping competition relaively free from monopolies and
abusesof dominant market postions. Quite like just described with regard to the dichotomy between
freetrade and exclusve rights, both sets of law serve the same end by different, if not opposing means.
Whereas competition law undertakes to further competition, innovation and consumer benefit by
redricting exclusve behavior of market participants, intellectua property laws, and hence copyright,
try to further competition, innovation and consumer benefit by way of granting exdusve rights. It is
easy to understand that it becomes more difficult to reconcile the two sets of rules the greater the
exdusve effect of an intdlectud property right is, be it by law or because of factud circumstances.
Hence, the fact that patent law grants a greater monopoly than copyright may explain why the first
cases brought to the attention of the ECJ arose mainly in the field of industrid property law. In
addition, in generd asfar as non-functionda copyrighted works are concerned, thereisacertain degree
of subgtitutability which makes the problem less acute. This probably explains why one group of cases
in copyright has to ded with collecting societies, and the other with what might be described as sole-
source products.

The role of the Court. - It is with regard to the IP/competition law relationship that the ECJ has
developed itssupposed, and subsequently much critizised, distinction between the ,, existence and the
Lexercisg’ of anintellectud property right.” The fundamenta idea is that while certain ways of usng
intellectud property rights can indeed violate competition law rules both as regards anticompetitive
restrictions and abuses of adominant market position, the mere use of an intellectua property right as
granted by the legidature does as such not enter into conflict with competition law. Thus, in the early
copyright case Coditel 11,” the ECJ stated that ,, [d]lthough copyright in afilm and the right deriving
from it , namdy that of exhibiting the film, are not, therefore, as such subject to the prohibitions
contained in aticde 85, the exercise of those rights may, none the less, come within the said
prohibitions where there are economic or legd circumstances the effect of which is to restrict film
distribution to an appreciable degree or to distort competition onthe cinematographic market, regard
being had to the specific characteristics of that market.” Thisdistinction may work relatively wel with
regard to anticompetitive redtrictions which have ther origin in the way in which certain intellectua
property rights are exercised. But as the quotation aready indicates, it isindeed much less clear with
regard to cases in which aredtriction of competitionisfound whichismerely based on the , existence”
of copyright, in particular in cases where there is afactuad monopoly stuation. No wonder that it is
here that the ECJ ill has mogt difficulties with the dogmatic foundation of this dividing ling,” if ever

3 See Consten and Grundig, joined cases 56/64 and 58/64, ECR 1966, 299.

4 Coditel / Ciné-Vog Films, case 262/81, ECR 1982, 3381.

8 This may explain why some commentators have considered Magill as an application of the ‘essential

facilities' doctrine, an interpretation which in the light of Bronner, case C-7/97, ECR 1998, |-7791, however,
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any legd theory will furnish a satisfactory answer to the problemsinvolved.”

Competition law and collecting societies. - As described, the first group of cases where the
exigence/exercise dichotomy is less clear is the area of collective licensing by collecting societies.
Without going into much detall, here, of the traditiond system of pan-European s ster-agreements
amongs, in particular, the musica collecting societies, it canbe said that on the one hand, the ECJ has
so far beenrather sympathetic to the essential dementsof collective management of rightsby collecting
societies, athough it did not regard collecting societies as ,, undertakings entrusted with the operation
of services of economic interet” benefiting from the specid regime lad down in aticle 86 (2) (ex-
atide 90 (2)).” But at the same time, the ECJ has corrected some unjustified anomdies which
resulted from this monopoly Stuation.” Anticompetitive behavior can occur vis-avis the authors, in
dedlings withother collecting societiesand vis-avis the user of copyrighted meterid. Indeed, at severa
instances, the ECJ had to examine dll three of these relationships.”™

Competition law and sole source products. - As stated, the second group of cases currently
achieving mogt of the attention, where the relationship between copyright and competition law
becomes problematic is characterised by the exercise of rights in what may be cdled sole-source
products. Such sole-source products are to alarge degree technica in nature, such as hardware and
software interface specifications and  industry standards, or at least in some sense functiond, such as
the ,,1860 brick structure” in the IMS-case.®’ But they can dso be non-technica and non-functiond,
as the tv-program information in the Magill-case®! has demonstrated. The common characterigtic of
dl cases of this category seems to be that the information which is contained in only one product
protected by copyright is needed ether to create compatible or value-added products for different

seems less convincing.

76 See dso Kur, Fifty Years of European Lega Integration, at 24.

77 See BRT /. SABAM |1, case 127/73, ECR 1973, 313, and GVL ./. Commission, case 7/82, ECR 1983, 483.
8 For a short, yet rather comprehensive overview see Drijber, European competition law aspects of
copyright collecting societies, in: Cohen Jehoram et al, Collective Administration of Copyrights in Europe,
Deventer 1995, p. 67

& For the relationship vis-&vis the user see both See BRT ./. SABAM |1, case 127/73, ECR 1973, 313, and GVL
/. Commission, case 7/82, ECR 1983, 483, and for the relationship amongst societies Ministére Public ./.
Tournier, case 395/87, ECR 2521, which also concerns the relationship towards users.

80 NDC Health Corporation and NDC Health /. IMS Health Inc. and Commission, case C-481/01 P(R), and
before the two orders of the CFl and its President, T-184/01 R_2 of 26 October 2001, and T-184/01 R_1 of
10 August 2001. The Commission had considered the refusal to grant licenses in the supposedly
copyrighted structure which divided the sales area as amounting to a misuse of a dominant position and
had ordered as an interim measure that IMS Health had to grant licenses on request and on a non-
discriminatory basis. The order of the interim measure was subsequently suspended The appeal of IMS
Health against the Commission decision is still pending before the CFI.

81 Radio Telefis Eireann (RTE) and Independent Television Publications Ltd (ITP) v Commission, joined
cases C-241/91 P and C-242/91 P, ECR 1995, 1-743
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markets (which may or may not have been entered by the producer of the first product), or even
identical products to compete withthe producer of the primary product onthe same market. In limited
areas, such problems have been addressed by the legidaure. This has been the case with the
decompilation provisions of the computer program Directive®” and the compulsary license proposed
for sole sourceinformationcontained in the first draft of the database directive. In the few other cases
the ECJ had to decide so far, the Court seems to have followed a rather cautious approach with
regard to the I|P/competition law rdationship. Thus, the mere exercise of an intellectua property right
granted to the rightholder by nationd legidaiondoesinitsdf amount to an anticompetitive act. Rather,
additiond circumstances- suchas, e.g., the abuse of a dominant market postionor astuationinwhich
arightholder failsto satisfy an gpparent and serious market demand - will have to be found in order to
judtify the gpplication of competition law in such cases. At least up until now, the ECJ has never held
that such additiond circumstances exist when the only action by the rightholder has been to refuseto
license its exclusive rights in order to preclude competition in the same market to which the product
belongs, as this appears to be the very core of the existence of the right. Inaddition, wherethe refusa
to license effects another market, the effect must be to preclude the emergence of another product
entirely, not smply to limit the competitiveness of a product in some lesser way. 8

4. Other casesrelevant for copyright

Non-compliance with duty to implement Directivesalready in force. - Other cases rdevant in
the fidld of copyright law manly concern non-compliance of Member States to implement Directives
adopted after the implementation period has expired. Such falure to implement may be total or
partial .8 An example in which the ECJ had to rule in an action brought by the Commission under
aticle 226 (ex-article 169) of the Treaty wasthe falureof Irdand to implement the database Directive
96/9/EC.%° Most recently, the Commission has taken the decision to refer Belgium to the ECJ for
failureto implement the lending right provisions of the rental and lending rights Directive.2® It seems that
in generd such procedures do not give rise to particularly difficult lega questions.

82 Article 6 of the Directive 91/250/EEC on the legal protection of computer programs.

8 See in paticular the Magill-decision, Radio Telefis Eireann (RTE) and Independent Television

Publications (ITP) ./. Commission, joined cases C-241/92 and 242/92, ECR 1992, 1-743, and, for other
intellectual property laws CICRA and Maxicar/Renault, case C-57/87, ECR 1988, 6039, and Volvo ./. Veng,
case C-238/87, ECR 1988, 6211.

84 Details of current infringement proceedings against all Member States are available at
http://europa.eu.int/comm/secretariat_general/sgh/droit_com/index_en.htm
8 Commission /. Ireland, case C-370/99, ECR 2001, -297.

86 Smilar proceedings initiated against Denmark, concerning distribution rights, however, have been

temporarily suspend by the Commission following a constructive didogue with the Danish authorities. For

d e t a i | s s e e
http://europa.eu.int/rapid/start/cgi/guesten.ksh?p_action.gettxt=gt& doc=1P/02/989|0|RAPID& Ig=EN & di
splay=
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Other Treaty violationsin the field of Copyright. - The same is true where Member Statesfail to
comply with other Treaty obligations in the field of Copyright, such as Irdand’ s violation of its duties
under article 300 (7) (ex-article 228 (7)) because of failure to adhere within the prescribed period to
the Paris Act of the Berne Convention.®’

Opinions of the ECJ. - Inaddition, it has already be mentioned that the ECJ has given, upon request
by the Commission pursuant to aticle 300 (6) (ex-article 228 (6)) of the Treaty, a legal opinion
concerning the competence of the EC and its Member States respectively to conclude the
WTO/TRIPS agreement.?8 This opinion, according to which the Community and its Member States
have ajoint competency in thefied of intellectua property has had the effect that the Member States
subsequently decided to amendment the EC Treaty by introducing the possibility for a newly added
competency of the Community.®®

V. The ECJ, Copyright and Secondary Community Law
1. Secondary law and the need for Court interpretation

To the extent that harmonisation is progressing and Member States have come to ends with their
domestic implementation procedures, it may be presumed that the activity of the ECJ might now
gradudly shift from the interpretation of primary Community law to the interpretation of provisons
contained in secondary Community legidation.*® However, other than in the fidd of trademark law,
where case law interpreting secondary community legidationis about to develop, so far there are only
few cases on secondary community law in the field of copyright. Why this is so, one can only
speculate. An economic reason might be thet a least as far as offline-marketing of copyrighted goods
is concerned, exploitation of copyrights is dill by and large a nationd affair. Legdly speaking, one
reason cartanly isthat other than inindugtrid property, harmonisation in the field of copyright hasnot
resulted in a Regulation which might require interpretation. Another reason may be that as far as
copyright directives are concerned, the core questions regulated are elther relatively unambiguous, or
leave the Member States a rather broad way for nationd implementation. If thisistrue, then it can be
presumed that questions will arise a the ,,edges’ of the rights, where disputes will be about whether a
particular activity of usng someone el se' s copyrighted materid is dill within or just outside of the scope
of anexclusve right granted by any one of the copyright Directives. Some commentators have aready
pointed out that what is and what isn’t alowed under the open cata ogue of exceptions inArt. 5 of the
Information Society Directive, may give rise to some more litigation before the ECJ®* This is

87 Commission ./. Ireland, case C-13/00, judgment of 19 March 2002.
88 Opinion 1/94, ECR 1994, |-5267
89 See article 133 (5).

90 Kur, Fifty Years of European Legd Integration - Intellectual Property, in: van Empel/van Gerven (eds)),

Fifty Years of European Legal Integration, Kluwer, to be published fall 2002, manuscript p.21.

o1 Ibid., at 23.
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particularly trueif one considersthe importance of the exact scope of the exceptionsin the digital and
networked environment for the freedom|eft to those who offer informationval ue-added services. Here
the cases to be brought before the ECJ and the decisons to be expected in the future will bedl the
moreinteresting Sinceat one point in time the ECIwill have to give its interpretation of the three-step-
test contained in article 13 TRIPS.

2. Case law

Butterfly. - Inthe Butterfly-decision, one of the two cases to be signalled here, the ECJwascalled
upon to interpret article 10 of the Directive 93/98/EEC harmonising the term of protection. The Court
first repested that the Directive may indeed have the effect that rights which had aready expiredin a
Member State could revive because of the harmonisation which the Directive intended to achieve as
rapidly as possible. Second, the ECJ arrived at the conclusion that the Directive contained an
obligation of Member States to protect acquired rights of third parties, but that the detail of such
measures is It to the discretion of the Member States. The Court thus uphdd the Itdian legidation
which provided for alimited time inwhich sound-recording media may be distributed by persons who,
by reason of the expiry of the rights relating to those media under the previous legidation, had been
able to reproduce and market them before the reviva took effect.

Egeda. - In Egeda ./.Hoasa®, the only decision to be mentioned here, the ECJin a procedure for
priminary ruling had to interpret article 1 of the 93/83/EEC cable and satellite directive®. The
guestion was whether the defendant, who had ingtalled a system for the reception of television
programmes broadcast terrestridly and by sadlite and their excdusve digtribution to the guests
occupying the rooms of the hotel was undertaking a communication to the public or cable
retransmisson within the meaning of Artidle 1 of the Directive. The ECJ found that the Directive had
not harmonised the notion of the public so that the decison where the line runs between copyright-
relevant communication to the public on the one hand, and copyright-free reception on the other,
consequently must be decided in accordance with national law of the Member States. Thisisaclear
indication that the Court by no means wants to deploy a harmonisation effort of its own in an area
where the Community has dready harmonised and where primary Community law does not mandate
further harmonisation.

92 Butterfly Music ... Carosello Edizioni Musicali e Discografiche (CEMED), case C-60/98, ECR 1999,
1-3939.

% Egeda ./. Hoasa, case C-293/98, ECR 2000, |-629.

94 0.J. No. L 248 of 6 October 1993, p. 15.
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V. Some questions
1. Upcoming I ssues

The future. - Therale of the ECJin the development of copyright is, of course, not limitedto the past
development. Rather, the Court will contribute to the development of copyright in the future as well.
Following, only a brief account can be given of what will presumably be next on the Court’s agenda,
both in view of the Treaty policies aready mentioned and of other issues, and what solutions we might
expect.

Free movement of goods and services. - As far as the free movement of goods and services is
concerned, the ECJ, if asked to do so, might clarify in the future certain openquestions withregard to
the notion of firg ,sd€’ (in particular, whether it includes other forms of transferring property than
,Sdes'), and, even more likdy, to what extent exhaugtion can take place in the online-ares, if the
trandfer of datareplacesthe transfer of aphysical copy of the protected work and the recipient of the
dataisintended by the rightholder to make such a copy himsdlf. True, article 3 (3) of the Information
Society Directive seems to be quite clear on this point, but a subsequent buyer of such a copy might
not in dl cases be adle to diginguish it from any physica copy made and put onto the market by the
rightholder or with his consent. A further question will be who bears the burden of proof that the
digributionright is exhausted in a particular case. Isit the rightholder’ s task as plaintiff to demonstrate
that exhaustiondoes not limit hisright, or isit up to the distributor as defendant to demondtrate that in
apaticular case the far-reaching exclusive ditribution right is exhausted by prior acts undertaken by
the rightholder or acts undertaken with his consent?® It seems that the answer will depend from
whether the didtribution right has to be seen as limited by exhaugtion, or whether it isabroad right
which only is exhausted under exceptional circumstances. The question is particularly difficult snce
in essence, it is procedura in nature. However, procedura law is not harmonised, and yet it may have
an effect on the Treaty principle of freedom of movement of goods. The ECJis cdled upon to decide
the issue, dthough not in copyright but in trademark law, since the German Federa Supreme Court
has dready referred the matter to Luxemburg.®® Findly, at least the dispute about international
exhaustion seemsto have come to an end by way of the unambiguous legidative decison rgecting it
inaticle4 (2) of the Information Society Directive.

Non-discrimination. - With regard to non-discrimination, it seems worth mentioning that even after
the Ricordi-decisor” some questions remain open regarding non-discriminaion making a
comparison of terms, as permitted by article 7 (8) of the Berne Convention. Although Ricordi has
daified that a death-date of the author before the EC-Treaty entered into force for the country of

9 As it seems, in nationa trademark law, the issue has been answered differently; for the first approach

(negative fact to be proven by the rightholder) see, e.g., the Austrian OGH of 15. February 2000 - BOSS-
Brillen, GRUR Int. 2000, 785, and for the second approach, e,g,, the German BGH of 11 May 2000 - Stiissy,
MarkenR 2000, 226 (referring decision).

9% See note above.

97 Land Hessen and G. Ricordi & Co. Bilhnen- und Musikverlag GmbH, case C-360/00, of 6 June 2002.
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which he or she was a nationd does not preclude the application of the non-discrimination principle
per se. However, it dill has to be answered whether the principle will also have to be gpplied if the
shorter term was no longer running at the point in time when the home state of the author was
becoming a Member of the EU. The problem will be of particular importance with regard to the
upcoming enlargement of the EU. The principle of non-discrimination is part of the EU-Treaty and
hence does not oblige Member States to avoid discrimination againgt nationas of states before those
states join the EU. Does then the later EU-membership of another state retroactively preclude such
discrimination? If one applied the principle of non-discriminationin such cases after the home State has
joined the EU, this would invariadly lead to the revivd of dready extinct copyright terms. If, to the
contrary, one denied such a revivd, then at the time of the judgement, the holders of the deceased
author’ s rights would betreated differently fromthe holders of rights going back to national authors.®
Inmy opinion, it ismogt likely thet one will have to take an ex-post and not anex-ante view. Thisisthe
only way to avoid discrimination againg authors of the new Member States. Moreover, it isthe only
way to achieve the harmonisation intended by the Directive, which has aready lead to a massive
revival of terms in many of the old Member States® Findly, this example highlights one of the
severest limitations of the role of the ECJ for the development of copyright: the ECJ can only answer
questions which nationd courts have asked the Court to decide. This may preclude the ECJ from
gpeaking on certain issues, it may even prevent the Court from addressing a particular issue in its
entirety.

Competition law. - Regarding the 1P/competition law relaionship the decisonin the IMS Health-
case'® will certainly shed more light on the question under what circumstances, if any, the mere
making use of a copyright can amount to illegd anticompetitive behaviour. It will be interesting to see
whether the CFl, and later on the ECJ, will deviate from the principle adopted so far that no
additiona circumstances exist when the only action by the rightholder has been to refuse to license its
exdusve rights in order to preclude competition in the same market to which the product belongs.
However, quite likein Magill*®X, it seems once more questionable whether the information protected
by copyright in this case (the so-called ,, 1860 brick structure) merits copyright protection a dl. In
view of this, the Court might once more fed tempted to prevent an ,,undue’ monopoly by means of
competition law. Another issue which might reach the Court is the question to what extent existing
legidative solutions to the |P/competition law tension, such as the decompilation provisons of the

o8 In Ricordi, para 26, the ECJ makes a brief mention of this scenario in stating that in the case a bar, ,[i]t is

not disputed that the copyright concerned in the main proceedings was still producing its effects ... when
the EEC Treaty entered into force"

9 See Art. 10 (2) of Council Directive 93/98/EEC of 29 October 1993 harmonizing the term of protection of
copyright and certain related rights, O.J. No. L 290, of 24.11.1993, pp. 9 et seq. - Art. 10 (3) of the term
Directive leaves it up to Member States to adopt the necessary provisions to protect in particular acquired
rights of third parties.

100 NDC Health Corporation and NDC Health ./. IMS Health Inc. and Commission, case C-481/01 P(R).

101 Radio Telefis Eireann (RTE) and Independent Television Publications (ITP) ... Commission, joined
cases C-241/92 and 242/92, ECR 1992, 1-743.
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computer program Directive'®, preclude the finding of anticompetitive behaviour of arightholder who
indstson hisor her exclusive right as defined in scope by the limitation contained in Community law.
In generd, however, doubts have been raised ,, that any legd theory will furnish a satisfactory answer
to the problems involved.“1%

Other poalicies. - A further question might be to what extent the ECJ, in solving copyright issues, will
look to other Treaty policies, in particular to the culturd policy as defined in article 151 (ex-article
128) of the Treaty.** Expresdy incorporated by the Maastricht Treety, this policy is ardatively new
addition to the EC Treaty, and it is yet unclear to what extent it might cut back the so-caled ,, negative
integration” (i.e. effects of Community law in the culturd fidd by policies or measures which as such
are not cultura in nature, such as the freedom of movement of goods, to name just one example), and
leave Member States a greater freedom to enact non-discriminating provisonsin the culturd field. In
this respect, it might aso seem worthexamining to what extent copyright itself can, in the longer term,
amount to a palicy of itsown. Another policy which might gain momentum in the area of copyright is
the protection of consumers.’®® This seems particularly true since in the digital area, access rights, the
freedom to make private copies and, last but not least, access to informationand to informetion vaue
added-servicesisincreasngly is becoming an issue.

Secondary community law. - Without doubt, secondary Community law will see some more
procedures for falure to implement existing Directives in a timely and/or complete way. In addition,
chdlenges of the legd competency to enact Directives, or certain provisons thereof, are not totaly
excluded, at least if a particular harmonisation measure is not supported by a broad consensus of the
parties concerned. However, of much greeter interest is the fact that before long the ECI will have to
give its own interpretation of the three-step-test inarticle 13 TRIPS. In my opinion, such cases are to
be expected as soon as the Member States have come to terms with the implementation of the
cadogue of limitations contained in aticle 5 of the Information Society Directive. The reason isthat
many of the provisions touch upon areas where existing indudtries - both in the field of the protected
and of the unprotected sphere - will be deeply affected. An interesting issue in this respect is whether
the limitations dlowed under the Directive are only minimum rules (in the sense that Member States
mud at least grant an excdlusve which is not more restricted than alowed for by the limitation), or
whether each limitation of the catalogue is in itsdf aminimum and amaximum provison (which would
in effect bar Member States from adopting a limitation of lesser scope than foreseen in the Directive,
dthough it is perfectly aright not to adopt any of the optiond limitations at al). While the former
interpretation seems more logicd, only the latter would hep to assure at least some degree of
harmonisation in areawhich in spite of the efforts of the Directive has Ieft thisimportant arealargdy
unharmonised so far. This likewise raises the question to what extent the ECJ will measure secondary
agang primary Community law withrespect to matters of substantive law even after harmonisation in

102 Article 6 of the Directive 91/250/EEC on the legal protection of computer programs.

103 See Kur, Fifty Years of European Legal Integration, at 24.
104 Seedso article 3 (1) (q) of the EC Treaty.

105 Seearticles 3 (1) (), 95 (3), and, in particular, article 153 (ex-article 129a) of the EC Treaty.
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the fidd concerned has been completed, provided, of course, the particular case leaves room for
interpretationof primary Community law vis-avis the particular rule of secondary Community law.1%
Hndly, the ECJwill continue to decide casesin other areas of law which dso have thar bearing on
copyright, suchas, but not limited to, the interpretation of the Council Regulation(EC) No 44/2001 of
22 December 2000 on jurigdiction and the recognition and enforcement of judgments in civil and
commercid matters.’ But this can not be further explored here.

2. Copyright and other |P-laws

Theimportance of the development of other 1P-lawsfor copyright. - Of course, the role of the
ECJfor the development of copyright isn't limited to decisonsin copyright casesaone. Rather, tothe
extent that the differences between copyright and other intellectud property rights do not affect the
answer to the lega question in a particular case Stuation, the Court, in deciding other intellectua
property law cases, eachtime aso contributes to the development of copyright. At the same time, such
cases which the ECJ has decided with regard to other intellectua property rights may aso serve as
trend indicators of how the Court might decide in upcoming copyright cases, or which issues are likely
to be up next in copyright as well.

Some examples. - Absent a genera study which would compare the sructural smilarities amongst
different intellectud property rights in detall, some recent examples will have to suffice in order to
demondtrate this point. One example are the trademark cases recently decided by the ECJ that dedlt
with the question when consent has been given in order to find exhaudtion in re-importation
scenarios.!® These cases seem to be of equal importance for copyright. This will dso be true
regarding the procedure for preiminary ruling initiated by the German Federd Supreme Court in the
Stissy-case, where clarification is sought regarding the burden of proof whenit comesto ascertaining
consent and with it exhaustion of the exdusive digtribution right.1® Another example is the
Polo/Lauren-case,*° which concerned the interpretation of Council Regulation (EC) No 3295/94 of
22 December 1994 laying down measuresto prohibit the releasefor free circulaion, export, re-export

106 See Kur, Fifty Years of European Legd Integration, a 23, who raises the question ,if secondary law allows

for, or even makes mandatory, the introduction of clauses into national law, which in their practical effects
clash with the free movement of goods — does the Court have to accept this effect as being the
consequence of the sovereign decision of EU legislature, or must precedence be given to the fundamental
freedoms as laid down in the EC Treaty?

107 0.J. No. L 12 of 16 January 2001, p. 1, in force since 1 March 2002.

108 Sebago /. GB-Unic, case C-173/98, ECR 1999, 1-4103; Zino Davidoff ./. A & G Imports, Levi Strauss /.
Tesco Stores and Levi Strauss ./. Costco Wholesale, joined Cases C-414/99 to C-416/99, ECR 2001, -8691.

109 See Bundesgerichtshof (BGH) of 11 May 2000, GRUR 2000, 879.

110 The Polo/Lauren Company ./. Dwidua Langgeng Pratama International Freight Forwarders, case

C-383/98, ECR 2000, I-2519.
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or entry for a suspensive procedure of counterfeit and pirated goods.**! The question essentidly was
whether or not this Regulation applies to goods passng through Community territory from a
non-member country destined for another non-member country, even if the rightholder has his
registered office outsde of the Community. It is quite clear that the affirmaive answer given to this
question by the ECJ in a trademark case is of equal vaue regarding the saizure of goods in trangit
which infringe copyrights. It goes without saying that thesetwo examplesare merdly illudrative and by
no means exhaudtive.

3. Organisatorial matters

Expanding the Court system? - Another interesting question, oftenraised ingeneral and not only in
intellectua property law, isto what extent the increase in the number of casest*2 calls for a change in
the organisatorid structure of the Court, and what the resulting Court structure should look like.
Indeed, as far as intellectual property law is concerned, it has often been argued that the present
gtuation cdls for serious and intense considerations regarding the establishment of a common
European court structure operating below and/or onadifferent leve thanthe ECJ and the CFI.* This
is particularly true with regard to trademarks,''* but arise in the cases coming to the ECIJmay dso be
expected once the Community patent law will come into force. However, it ssems that copyright cases
do not contribute considerably to the case load of the ECJ. Moreover, sSince no spectacular rise in
their number isto be expected, in particular snce the Court has no jurisdiction comparable to the one
it has asthe judicid instance to control decisons by Office of Harmonisation in the Internad Market
(OHM), the granting body of Community trademarks,**® copyright cases likewise do not significantly
contribute to the increase of the Court’s case load. Hence whether, and if so how, the existing Court
gructure will have to be changed will be decided inview of the needs and developments in other areas
of law and not in thefield of copyright. If ever, copyright law might only see the effects of any such
future reorganisation.

11 0.J. 1994 No. L 341, p. 8.
12 Cf. the 19 cases pending with docket numbers of the year 1957 with the 502 cases pending before the ECJ
alone with docket numbers of the year 2001.This is aready considerably more than the 373 cases out of
1988, the year before the CFl was installed, a number which, however, did not decrease thereafter.

13 See, eg., Kur, Fifty Years of European Legd Integration - Intellectual Property, in: van Empel/van Gerven
(eds.), Fifty Years of European Legd Integration, Kluwer, to be published fall 2002, manuscript at 28, who
explains that ,apart from the initiatives launched in the patent field which are discussed below, it is
foreseen to install, below the Court of First Instance (CFl), a specialised court reviewing trademark cases
coming up from the OHIM in Alicante. The CFI would then act as a (final) appeal instance for the legd
issues involved. Without such a system, it would become increasingly difficult for the CFl as well as the
ECJ to cope with the numerous cases in which appeals are filed against the decisions of OHIM appeal
boards.”

114 For the reasons why the number of ECJ-decisions is particularly high in the field of trademark law, see Kur,

Fifty Years of European Legd Integration, at 21.

115 The website of the ECJ lists some 12 decisions (judgements and orders) in 2002 (until July), and 38 for

2001, so far almost exclusively at the stage before the CFI.
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Needfor aspecialised Court? - Another interesting question, however, is whether or not copyright
might require, or at least benefit from, a more specidised European Court. In my opinion, there are
two ways of looking at it. One way is to look at the potential benefits. The problem then is that a
gpecidisation of the two times 15 judges presently sitting (both ECJ and CFI) hardly seems possible
inview of the muchgreater number of areas of law which give rise to legd questions to be decided by
the Court. Consequertly, any specidisation would require a drastic change in the existing Court
gructure. Quite to the contrary, it might even be argued that it is one of the strengths of the present
Court that itsjudges, aided by the even smadler number of advocates generd - which are, of course,
supported by a condderably greater number of staff - are not expertsin al questions brought to their
attention. Moreover, it should be noted that even a the nationa level not many Member States have
concentrated copyright cases withalimited number of courts, dthough it is generdly admitted thet the
quality of judgements handed down by a court which has at least some experience with copyright is
most likely much better than the qudity of judgements handed down by a court which has none. The
other way of looking at the matter is take it for granted that as arule the judges are not specidigsin
the field of copyright. Then, it seems preferable ,,to attempt reducing than further enhancing the
complexity and refinement of nationa legal doctrines® and to convey nationa ideas ,,in amanner which
can eadlly be grasped by persons not having grown up in one' s own system, ingtead of usng language
whichis hardly apt for communication outside an exclusive cirde of fellow disciples.“*!® Of course, this
does by no means preclude effortsto amdiorate the exchange of informationamongst those concerned
with the process of making judicial decisions.!'’ As has recently been pointed out by Justice
Bornkamm, Judge of the Federal Supreme Court in Germany,*!® a smple informationsystemamongst
judges stting on cases of appeal inthe different Member States might aready ensure a greeter leve of
harmonisation and thus help keeping many cases away from the ECJ.

4. Therole of the Court as arbitrator

ECJ and WTO-panels. - Since the previous intervention has focussed on the mechanism of dispute
settlements envisaged by the TRIPS-Agreement, it might indeed be worth to briefly comparethe two
gystems. A compari sonseems possible both with respect to the character of the two organisations and
to the harmonisation effect which decisons they both hand down are having.

116 Kur, Fifty Years of European Legd Integration - Intellectual Property, at 22, who also points out that ,,it

will never be easy to explain to the non-specialist judges at the ECJ the full impact and background of
specific questions. The risk is therefore quite inevitable that each decision, although fair and
understandable in its outcome as such, may create inconsistencies for the system asawhole. “

17 These could be modelled according to the regular meeting of European patent judges and the regular

meetings organised by both the European Patent Office (EPO) and the OHIM respectively. However, since
no such registration authority exists in the field of copyright, the initiative would have to come from some
other state or private organisation.

118 At a roundtable discussion at the EU-Symposium on ,European Copyright Revisited* in Santiago de

Compostella, June 2002; for the program see
http://europa.eu.int/comm/internal_market/en/intprop/news/2002-06-copyright-conf-progr_en.pdf
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Differencesin character. - Of course, to beginwith, asfar asther legd character is concerned, the
ECJ and the Dispute Panels under the WTO Dispute Settlement Procedure can hardly be compared
with each other. After al, the ECJisatrue ,,court” with precisaly circumscribed legad competencies,
not a mere arbitration or dispute resolution body. Other than the panels which are formed on an ad
hoc bagis, its judges gt on a permanent basis. The Court’s judgements are binding on the parties,
whereas drictly spesking, the panel decisons are not. Moreover, parties in the TRIPS-dispute
procedures are States, whereas the ECJ also hands down decisons in litigation amongst private
parties. In addition, in procedures for a preliminary rulings, the ECJ takes part in an aready ongoing
judicid litigation. But in spite of these fundamenta differences, thereare certain amilaritiesas wdl. At
leadt, the differences may not dways have such dragtic effects as one might initidly think. This Sarts
with the composition of the two bodies. True, the pandls, composed of wdl-qudified governmenta
and/or non-governmenta individuals are formed by the Dispute Settlement Body anew each time a
conflict arises, but the Appdlate Body is a permanent body of seven members, not unlike the judges
of the European Court. The decisions of the panel may not as such be binding, but since they become
binding unlessthey are unanimoudy reected, they are dmost as good as binding. In practice, it may
be said that whether or not a decision of the ECJ or of apaned will then be followed by the partiesis
aquestion of compliance with the decision and of enforcement mechanisms avalable rather than one
of the binding nature of the decision itsdf. Moreover, the panels usually devote great care to the
reasoning of thar decisons. In the decisons we have seen so far the panelists seem to follow the
anglo-americantraditionof judgment-writing rather thanthe French one. Hence, their decisons usudly
contain a good deal more of argumentation than the judgements of the ECJ. In sum, it seems not
unjustified to conclude that the WTO-dispute settlement system shows a certain tendency to develop
into a more court-like structure than even the sgnatories of the WTO treaties might initidly have
intended.

Harmonisation effect. - Another question concerns the effect which the judgements of the ECJ on
the one hand, and the decisions of the WTO-pands on the other have on the harmonisation process
in the fidd of copyright. In view of the scarcity of pandl-decisions inthe fidd of copyright up until now,
only the following can be said so far. One the one hand, it may not be overlooked that the ECJ binds
Member States and their authorities, anongst them nationd courts, by way of Treaty interpretation.
The same cannot be sad of pand decisons. To cite an important example: a national court of a
member State would - and most likely even could - not be bound by the interpretation which the
WTO-Appelate Body has given to the three-step-test of atide 13 TRIPS in the decision''®
concerning the TRIPS-conformity of article 110-5 of the U.S. Copyright Act. On the other hand, at
the same time this seems to lead to a greater flexibility of the WTO-approach vis-avis the more
formdidtic judicial approach of a true court.**® Findly, another aspect concerns the rdaionship
betweenthe palitica construction of the territories concerned, the degree of harmonisationneeded and

119 See Doc. WT/DS160/R of 15 June 2000.

120 See, eg., Kur, Fifty Years of European Legd Integration - Intellectual Property, a 18: ,Indeed, lack of
flexibility — legd rules being cast in concrete for many years — are a problem jeopardizing the efficiency of
European legal integration to no lesser degree than would the absence of sufficiently advanced
harmonisation measures. With time progressing and in a rapidly changing socio-economic framework, the
problems will probably become increasingly ponderous in the future®.
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the harmonisation which is ultimately achieved by a particular type of decison-making body. Of
course, these issues can only be briefly mentioned here, and again, they might indeed serve closer
atention.

V1. Concluding Remarks

Therole of the court and substantive copyright law. - A first remark after thistour d horizon is
that the role of the Court for the development of copyright law can hardly be separated from the
development of material European copyright law as such. The harmonisation activities of the
Community legidature onthe one hand, and the harmonising effect of Court decisons onthe other, are
often intertwined and it is indeed dfficult to ascertain the part in the development of European
copyright law which can be exdudvey ascribed to the Court. Thisis particularly true with regard to
competition law, where the Commission plays a least an equally important role. Strictly understood,
the question of the ,,role* of the Court for the development of copyright implies the question whether
the Court could have acted otherwise and what implications such different acting would have had.
Here, for example, athorough comparison of the decisions withthe opinions delivered by the attorney
generds might give some deeper ingght, sSince any deviation from an opinion delivered indicates that
the find decision has, after dl, not been as clear-cut as it may seem in retrospect. Also, one might
undertake adescription of the role of the Court vis-avis the Community legidature, or, incaseswhich
originatethere, the Commission. Moreover, the effect which the case law of the ECJ has had outsde
of the Union, influendng other nationd or internationa copyright laws might be worth examining.
European copyright, as shaped by the decisions of the ECJ, certainly forms part of the acquis
communautaire and hence hasto be adopted by al new Members of the EU. But this harmonising
effect is not redly the result of the activity of the Court, but rather of the politicd will of the
Community. Neverthel ess, dthough we are griving towards globaisation, regiona harmonsiationdoes
not loseits importance; rather, the more convincing solutions are being devel oped at the regiond levd,
the more likely such solutions are to be adopted el sewhere.

Main influences. - In certain points the decisve influence of the Court may nevertheless be quite
clearly recognised. Firgt, in the early years - but aso aslate asin the non-discrimination cases - the
Court has taken the marked approach that copyright is indeed subject to the Treaty and that the
culturd character of many copyright creations and products do not dter their qudity as goods and
services. Once seized, the ECJ thus greetly helped to support the European economic integration and
the palitica will to shape the common market. Second, in gpplying the principles of the Tregty, such
as the rules of freedom of movement of goods and of non-discriminationto copyright, it was the Court
which has given shape to the actua state of European copyright law. Third, the development of the
principle such as effet utile and Community-friendly interpretation of nationd law have undoubtedly
helped a lot towards harmonisation, dso in the fidd of copyright law. Moreover, in some of its
decisons, the ECJ has ddiberately pushed the efforts of the European legidature by pointing out that
the Court was unable to react againg exiding impedimentsfor cross border trade, aslong asthe area
remained unharmonised.*?* And more generaly spesking, it may be said that in times where copyright

121 Kur, Fifty Years of European Legal Integration, at 21.
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legidationislargdy pushed by powerful private interests and lobby groups, the ECJ, asatrue judicid
body, may serve as a correcting factor and hence safeguard interests which otherwise might get log,
its activity of course being limited to the cases which are brought to its attention, and to the issues
which are submitted for clarification.

Final remarks. - May bein reaction to this limited control function, and because of adesireto saize
the opportunity, the Court sometimes seems to assume the role of a supervisor of nationa legidation
without openly declaring it, and without having been expresdy asked to do so. This, however, can
hardly be critiszed as long as the Court exercises saf-restraint incorrecting only excesses by nationa
legidatures?? After all, nationa courts of the Member States can to a certain degree avoid referring
questions to the ECJ, if the nationa judges no longer trust the ECJ or have lost confidence in its
judges. In my opinion, as far as copyright is concerned, no such development can presently be
ascertained and the copyright decisons have so far greatly contributed to clarify the lega issues
raised.’? Trueg, like any other court, the ECJdso is not totaly free from generd legd, economic and
politica trends. In copyright, commentators have ascertained at least one mgor shift in the attitude of
the Court, when - beginning in the 80s - it was willing to give grester weight to the copyright interests
vis-avis the freedom of movement of goods than it had done so in the earlier cases.’2* Whether
another such re-positioning lies ahead we will see once the Court will hand down itsfind decisonin
the IMS-case.'® At the same time, the Court has demonstrated more than once that it is able to
reconcile the lega framework withwhat is paliticaly and economically sound. Findly, as Annette Kur
has put it in arecent article, ,, [i]t isatruiam that to harmonise the law in the books is but the first step
in along and a times rather stony path towards truly harmonised practice. Law lives through those
who gpply it. A key role is therefore performed by authorities, courts and judges adminigtering the
rules incorporating the new European solutions.”

122 Kur, Fifty Years of European Legal Integration, at 25.

123 This may have been different regarding both trademark law where it has been said that ,most ECJ
decisions ..., while giving the requested answer to the questions posed by the referring court, give rise to
at least as many novel questions for the national judiciary to deal with;“ also, before Keck and
Mithouard, “in the field of advertising and marketing measures, ...the ECJ, in consequence of the broad
interpretation given to measures having equivdent effect in the sense of Art. 28 in the Dassonville (C-
8/74, 1974 ECR 837) and Cassis de Dijon (C-120/78, 1979 ECR 6349) decisions, was flooded with cases
where national entrepreneurs wanted to get rid of national marketing rules restricting their business
practices;” see Kur, Fifty Years of European Legal Integration, at 22.

124 See above, 111.1. - Similar changes have been said to have taken place in other intellectual property areas,
beginning, e.g., with the case of Keck and Mithouard, case 267/91, ECR1993, 1-6097 or CNL-SUCAL ./.
HAG (HAG II), case 10/89, ERC 1990, 1-3711.

125 NDC Health Corporation and NDC Health ./. IMS Health Inc. and Commission, case C-481/01 P(R).
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